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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on May 26, 
2009 has been entered. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1, 3, 4, 6, 7, 10, 11 and 19 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Fischer et al. (US 2007/0006875). 

The applied reference has a common assignee and one common inventor with 
the instant application. Based upon the earlier effective U.S. filing date of the reference, 
it constitutes prior art under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) 
might be overcome either by a showing under 37 CFR 1 .132 that any invention 
disclosed but not claimed in the reference was derived from the inventor of this 
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application and is thus not the invention "by another," or by an appropriate showing 
under 37 CFR 1.131. 

Considering Claims 1 , 6, and 7 : Fischer et al. teaches a process for gelatinizing starch 
(110001) comprising subjecting starch and a aldehyde functional starch with greater than 
2% of the monomers having aldehyde groups 0J0010-12) to thermo-mechanical 
treatment 01001 9). Fischer et al. teaches that half of the aldehyde groups in the 
dialdehyde can be converted to carboxyl groups/teaches one aldehyde groups per 
monomer unit (lf001 1 ). 

Considering Claims 3 and 4 : Fischer et al. teaches 5 to 25% of the monomers having 
aldehyde groups 010012, Table 1). 

Considering Claim 9 : Fischer et al. teaches the carbohydrate as being present in an 
amount of 2 to 50 weight percent 0f001 3, Table 1 ). 

Considering Claim 10 : Fischer et al. teaches the thermo mechanical treatment as being 
at a temperature between 80 and 100 °C 010019, Example 1). 
Considering Claim 1 1 : Fischer et al. teaches the thermo mechanical treatment as 
preferably being carried out continuously 0f0020). 

Considering Claim 19 : Fischer et al. teaches extruding the mixture (Example 1). 

Claims 12 and 15 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Fischer et al. (US 2007/0006875). 

The applied reference has a common assignee and one common inventor with 
the instant application. Based upon the earlier effective U.S. filing date of the reference, 
it constitutes prior art under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) 
might be overcome either by a showing under 37 CFR 1 .132 that any invention 
disclosed but not claimed in the reference was derived from the inventor of this 
application and is thus not the invention "by another," or by an appropriate showing 
under 37 CFR 1.131. 

Considering Claim 12 : Fischer et al. teaches a granulate of thermoplastic starch 
010022) comprising an aldehyde functional carbohydrate with greater than 2% of the 
monomers having aldehyde groups 010010-12) in an amount of 2 to 50 weight percent 
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010013, Table 1), glycerol and water (1J0014-15, Table 1). Fischer et al. teaches that 

half of the aldehyde groups in the dialdehyde can be converted to carboxyl 

groups/teaches one aldehyde groups per monomer unit fljOOl 1 ). 

Considering Claim 15 : Fischer et al. teaches adding a polyester to the composition 

(110017). 

Claims 13 and 17 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Fischer et al. (US 2007/0006875). 

The applied reference has a common assignee and one common inventor with 
the instant application. Based upon the earlier effective U.S. filing date of the reference, 
it constitutes prior art under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) 
might be overcome either by a showing under 37 CFR 1 .132 that any invention 
disclosed but not claimed in the reference was derived from the inventor of this 
application and is thus not the invention "by another," or by an appropriate showing 
under 37 CFR 1.131. 

Considering Claim 13 : Fischer et al. teaches a shaped starch product (1J0022) 
comprising an aldehyde functional carbohydrate with greater than 2% of the monomers 
having aldehyde groups (110010-12) in an amount of 2 to 50 weight percent (1T0013, 
Table 1), glycerol and water (^0014-15, Table 1). Fischer et al. teaches that half of the 
aldehyde groups in the dialdehyde can be converted to carboxyl groups/teaches one 
aldehyde groups per monomer unit fljOOH). 

Considering Claim 17 : Fischer et al. teaches adding a polyester to the composition 
(110017). 

Claims 14 and 18 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Fischer et al. (US 2007/0006875). 

The applied reference has a common assignee and one common inventor with 
the instant application. Based upon the earlier effective U.S. filing date of the reference, 
it constitutes prior art under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) 
might be overcome either by a showing under 37 CFR 1 .132 that any invention 
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disclosed but not claimed in the reference was derived from the inventor of this 
application and is thus not the invention "by another," or by an appropriate showing 
under 37 CFR 1.131. 

Considering Claim 14 : Fischer et al. teaches a blown starch film 010022) comprising an 
aldehyde functional carbohydrate with greater than 2% of the monomers having 
aldehyde groups 0[001 0-1 2) in an amount of 2 to 50 weight percent 0{001 3, Table 1 ), 
glycerol and water 0(0014-15, Table 1). Fischer et al. teaches that half of the aldehyde 
groups in the dialdehyde can be converted to carboxyl groups/teaches one aldehyde 
groups per monomer unit 0[001 1 ). 

Considering Claim 18 : Fischer et al. teaches adding a polyester to the composition 
(110017). 

Claim 16 is rejected under 35 U.S.C. 102(e) as being anticipated by Fischer et al. 
(US 2007/0006875). 

The applied reference has a common assignee and one common inventor with 
the instant application. Based upon the earlier effective U.S. filing date of the reference, 
it constitutes prior art under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) 
might be overcome either by a showing under 37 CFR 1 .132 that any invention 
disclosed but not claimed in the reference was derived from the inventor of this 
application and is thus not the invention "by another," or by an appropriate showing 
under 37 CFR 1.131. 

Considering Claim 16 : Fischer et al. teaches a starch article 010022) comprising a 
flavor/food component (11001 8) and an aldehyde functional carbohydrate with greater 
than 2% of the monomers having aldehyde groups 0T001 0-1 2) in an amount of 2 to 50 
weight percent 010013, Table 1), glycerol and water 01,0014-15, Table 1). Fischer et al. 
teaches that half of the aldehyde groups in the dialdehyde can be converted to carboxyl 
groups/teaches one aldehyde groups per monomer unit 01001 1 ). 



Claim 16 is rejected under 35 U.S.C. 102(b) as being anticipated by Billmers et 
al. (US Pat.l 4,788,280). 
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Considering Claim 16 : Billmers et al. teaches a starch composition comprising starch/a 
food product (1 1 :34-49); and a carbohydrate modified with aldehyde groups (4:16-25) 
Billmers et al. also teaches an embodiment comprising 16% of the hydroxyl groups 
modified (14:45-55). Statistically, some of these monomers will be monosubstituted. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 1 03(c) and potential 35 U.S.C. 1 02(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 12-15, 17, and 18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Billmers et al. (US Pat.l 4,788,280) in view of Bengs (US Pat. 
6,313,105). 

Considering Claims 12-14 : Billmers et al. teaches a starch composition comprising 
gelatinized/thermoplastic starch (1 1 :34-49); a carbohydrate modified with aldehyde 
groups (4:16-25) and water (25:13-25). Billmers et al. also teaches an embodiment 
comprising 16% of the hydroxyl groups modified (14:45-55). Statistically, some of these 
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monomers will be monosubstituted. Billmers et al. teaches the composition as being 
formed into a film or sheet (25:12-26:20). 

Billmers et al. teaches the aldehyde containing carbohydrate as being present in 
the composition in an amount of 0.1-15% of the composition (11:7-21). This overlaps 
with the claimed range of 3 to 75% by weight. 

Billmers et al. does not teach the composition as having a plasticizer. However, 
Bengs teaches adding a plasticizer to composition comprising geltanized starch and an 
aldehyde starch (4:18-38). Billmers et al. and Bengs are analogous art as they are 
concerned with the same field of endeavor, namely gelatinzed starch compositions. It 
would have been obvious to a person having ordinary skill in the art at the time of 
invention to have used the plasticizer of Bengs in the composition of Billmers et al., and 
the motivation to do so would have been, as Bengs suggests, to increase the water 
resistance of the adhesive (4:49-57). 

Considering Claim 15, 17-18 : Billmers et al. teaches adding a polyeseter fiber to the 
composition (1 :26-37). 

Allowable Subject Matter 

Claims 2 and 8 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 
matter: There is nothing in the prior art of record to teach using carbohydrates featuring 
aldehyde groups at the C-6 position, or carbohydrates made by the process of claim 8 
in the claimed gelatinization process.. While these carbohydrates are known, see e.g. 
WO 0050621 , there is nothing in the art to teach or suggest using them in the claimed 
process. 

Response to Arguments 

Applicant's arguments with respect to claims 1-4, 6-8, and 10-19 have been 
considered but are moot in view of the new ground(s) of rejection. 
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Correspondence 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Liam J. Heincer whose telephone number is 571-270- 
3297. The examiner can normally be reached on Monday thru Friday 7:30 to 5:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Eashoo can be reached on 571-272-1197. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Mark Eashoo/ 

Supervisory Patent Examiner, Art Unit 1796 
LJH 

July 8, 2009 



